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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including tlie fee set 
fortli in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on June 4, 
2008 has been entered. 

Response to Arguments 

2. Applicant's arguments with respect to claims 1-27 have been considered but are 
moot in view of the new grounds of rejection. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, macliine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 17-26 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Paragraph 0050 of the specification discloses 
that 'machine readable media' includes propagated signals, and signals do not fall 
under any of the statutory classes of 35 U.S.C. 1 01 . 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 



Application/Control Number: 09/875,707 Page 3 

Art Unit: 2623 

(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1 -3, 5-7, 9-11,1 3-1 5, 1 7-1 9, 21-23, 25, and 28 are rejected under 35 
U.S.C. 1 03(a) as being unpatentable over Wharton et al. (5,831 ,664, of record) 
[Wharton] in view of Darbee et al. (6,130,726, of record) [Darbee] and Goldstein 
(5,410,326). 

Regarding claims 1, 7, 9, 15, 17, and 23, Wharton discloses an 
entertainment system (figs. 1 and 2) comprising: 

a unit configured to transmit information and to receive information via a 
wireless connection (figs. 1 and 2, set top box 16); and 

a plurality of hand held devices configured to simultaneously communicate 
with said unit (PDAs 12 shown in fig. 2), wherein each hand-held device of the 
plurality of hand-held devices comprises a control unit configured to interact with 
an application (col. 1 line 60 - col. 2 line 1 0 and col. 3 line 25 - col. 4 line 36), 
wherein selective programming of first hand-held device of the plurality of hand- 
held devices is communicated to the other hand held devices (col. 4, lines 15- 
30). 

Wharton fails to disclose the unit is configured to receive a signal from a 
service provider indicating the beginning of an interactive function, the application 
is an electronic program guide (EPG) and an indicator is displayed separate from 
the EPG, configured to indicate availability of the interactive function in a 
program corresponding to the EPG in response to receiving the signal from the 
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unit witliout providing an indication of tlie availability of the interactive function on 
a display configured to display the program corresponding to the EPG, the 
display being separate from the plurality of hand-held devices. 

In an analogous art, Darbee teaches it was well known to use handheld 
devices to conveniently view program guide information (col. 6, lines 50-61 and 
col. 7 line 66 - col. 8 line 26), for the benefit of displaying program guide 
information without interrupting the display of programming on a television (col. 1 , 
lines 29-39 and col. 2, lines 45-50). 

It would have been obvious at the time to a person of ordinary skill in the 
art to modify the system disclosed by Wharton to use the handheld devices to 
view an EPG without displaying the EPG on the television, as taught by Darbee, 
for the benefit of displaying program guide information without interrupting the 
display of programming on a television, such as a situation where only one 
individual in a room with several others wishes to view program guide 
information. 

Wharton and Darbee fail to disclose the unit is configured to receive a 
signal from a service provider indicating the beginning of an interactive function 
and displaying the indicator, separate from the EPG, to indicate availability of an 
interactive function in a program corresponding to the EPG, in response to 
receiving the signal from the unit without providing an indication of the availability 
of the interactive function on a display configured to display the program 
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corresponding to tlie EPG, tlie display being separate from tlie plurality of hand- 
held devices. 

In an analogous art, Goldstein teaches a set top unit receiving signal a 
from a service provider indicating the beginning of an interactive function and 
displaying the indicator, separate from an EPG, to indicate availability of an 
interactive function in a program corresponding to the EPG, in response to 
receiving the signal from the unit (col. 22, lines 13-30 and col. 22 line 63 - col. 23 
line 2, wherein the function is an interactive function, col. 23, lines 24-29), without 
providing an indication of the availability of the interactive function on a display 
configured to display the program corresponding to the EPG, the display being 
separate from any hand-held devices (the indicator could simply be a sound 
generated to alert a user, col. 14, lines 3-20), one benefit of which is enabling a 
viewer to order products advertised in a program at the time of viewing, 
stimulating impulse purchases which benefit advertisers (col. 7 line 67 - col. line 
6 and col. 28 line 59 - col. 29 line 2). 

It would have been obvious at the time to a person of ordinary skill in the 
art to modify the system of Wharton and Darbee to include the unit is configured 
to receive a signal from a service provider indicating the beginning of an 
interactive function and displaying the indicator, separate from the EPG, to 
indicate availability of an interactive function in a program corresponding to the 
EPG, in response to receiving the signal from the unit without providing an 
indication of the availability of the interactive function on a display configured to 



Application/Control Number: 09/875,707 Page 6 

Art Unit: 2623 

display tlie program corresponding to tlie EPG, tlie display being separate from 
the plurality of hand-held devices, as taught by Goldstein, for the benefit of 
enabling a viewer to order products advertised in a program at the time of 
viewing, stimulating impulse purchases which benefit advertisers. 

Regarding claims 2, 10, and 18, Wharton, Darbee, and Goldstein disclose 
the system of claims 1, 9, and 17, wherein the indicator is displayed on a display 
of the first hand-held device (Goldstein teaches the indicator could also be a 
visual indicator, col. 14, lines 3-8, which is shown on hand held devices when the 
indicator is designated for display on the remote control, col. 23, lines 9-10). 

Regarding claims 3, 11, and 19, Wharton, Darbee, and Stautner disclose 
the system of claims 2, 1 0, and 1 8, but fail to disclose the display of the first 
hand-held device changes background colors (flashes) or generates a sound to 
indicate the availability of the interactive function in the program corresponding to 
the EPG. 

It is notoriously well known in the art to change the colors of a displayed 
background in order to draw a viewer's attention to an object or occurrence of 
interest. 

It would have been obvious at the time to a person of ordinary skill in the 
art to modify the system disclosed by Wharton, Darbee, and Goldstein to include 
the display changes background colors to indicate the availability of the 
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interactive function in tlie program corresponding to tlie EPG, as tliese is a 
conventional metliod used draw a viewer's attention. 

Regarding claims 5, 13, and 21, Wharton, Darbee, and Goldstein disclose 
the system of claims 1 , 9, and 1 7, wherein the first hand-held device is a 
personal digital assistant (Wharton, fig. 1, PDA 12). 

Regarding claims 6, 14, and 22, Wharton, Darbee, and Goldstein disclose 
the system of claims 1 , 9, and 1 7, wherein the first hand-held device is a web 
phone (Wharton teaches the PDA is an Apple Newton, col. 3, lines 26-54, a 
device capable of both telephonic communications and Internet access). 

Regarding claim 25, Wharton, Darbee, and Goldstein disclose the 
machine readable medium of claim 1 7, wherein indicating the availability of the 
interactive function is performed during display of the program (Goldstein, col. 
14, lines 3-20) on a display separate from the plurality of mobile hand-held 
devices (indicators can also be shown on the display of the TV itself, Goldstein, 
col. 11, lines 27-31). 

Regarding claim 28, Wharton, Darbee, and Goldsetin disclose the method 
of claim 9, wherein the signal is received after a start of the selected program 
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(Goldstein, col. 22 line 63 - col. 23 line 8, wherein messages are synchronized 
with the program, and are thus received during the program itself). 

6. Claims 4, 8, 12, 16, 20, and 24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Wharton, Darbee, and Goldstein as applied to claim 1, 2, 9, 10, 17, 
and 18 above, and further in view of Banker et al. (5,477,262) [Banker]. 

Regarding claims 4, 8, 12, 16, 20, and 24 Wharton, Darbee, and Goldstein 
disclose system of claims 1, 2, 9, 10, 17, and 18, but fail to disclose a component 
other than the display (such as a backlit button) of the first hand held device 
flashes to indicated the availability of the interactive function. 

In an analogous art. Banker teaches that it was well known to use light 
emitting diodes which flash in response to receiving a message alert indication 
as a form of alerting users to the availability of such. 

It would have been obvious at the time to a person of ordinary skill in the 
art to modify the system of Wharton, Darbee, and Goldstein to include a 
component other than the display of the first hand held device flashes to 
indicated the availability of the interactive function, as taught by Banker, as this is 
only a minor modification to the use of icons on a display device, both serving 
equally well to notify users, both easily implemented from a technical standpoint, 
and thus it would have been obvious to simply replace a displayed icon with a 
flashing LED. This LED could easily be placed within or behind a button on the 
handheld device. 
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7. Claim 26 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Wharton, Darbee, and Goldstein as applied to claim 25 above, and further in view of 
Yen et al. (5,991 ,799, of record) [Yen]. 

Regarding claim 26, Wharton, Darbee, and Goldstein disclose the 
machine readable medium of claim 25, but fail to disclose whether an indication 
of the availability of the interactive function is provided to the display separate 
from the plurality of hand-held devices is configurable through the mobile hand- 
held device. 

In an analogous art. Yen discloses a system wherein a user is provided 
the means to control whether information of interest to which the system is 
alerted is displayed on screen (col. 11, lines 56-65 and col. 13, lines 28-48), for 
the benefit of granting a user additional control over the features of the interactive 
system (col. 3, lines 5-35, wherein a user can explicitly activate and deactivate 
the foreground element). 

It would have been obvious at the time to a person of ordinary skill in the 
art to modify the machine readable medium of Wharton, Darbee, and Goldstein 
to include means to control whether information of interest to which the system is 
alerted is displayed the display, as taught by Yen, for the benefit of granting a 
user additional control over the features of the interactive system, as some users 
would be more interested in interactive features and thus would opt to have an 
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onscreen display of sucli, and otiiers lacl< interest in interactive features and 
would turn such alerts off. 

8. Claim 27 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Wharton, Darbee, and Goldstein as applied to claim 17 above, and further in view of 
Stautner et al. (6,172,677, of record) [Stautner]. 

Regarding claim 27, Wharton, Darbee, and Goldstein disclose the 
machine readable medium of claim 1 7, but fail to disclose one of the interactions 
received at the mobile hand-held device includes user comments. 

In an analogous art, Stautner teaches it was known in the art to include 
chat sessions as an interactive feature associated with broadcast programming, 
allowing users to discuss amongst themselves and share ideas related to said 
programming (fig. 3, 'chat session'). 

It would have been obvious at the time to a person of ordinary skill in the 
art to modify the machine readable medium of Wharton, Darbee, and Goldstein 
to include user comments, as taught by Stautner, for the benefit of allowing users 
to discuss amongst themselves and share ideas related to said programming. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DOMINIC D. SALTARELLI whose telephone number is 
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(571)272-7302. The examiner can normally be reached on Monday - Friday 9:00am - 
6:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Miller can be reached on (571) 272-7353. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Dominic D Saltarelli/ 
Examiner, Art Unit 2623 



